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B1TMLEB ACTION 

1. Claims 1 -58 are pending in this application. 

2. Examiner acknowledges receipt of Applicant's information disclosure statement, received 28 
October 2002, with accompanying reference copies. This submission is in compliance with the provisions of 
37 CFR § 1 .97. Accordingly, it has been taken into consideration for this Office action. 

3. Examiner acknowledges receipt of Applicant's formal drawings. These drawings are acceptable. 

4. Applicant has incorporated by reference six co-pending applications, at pages 8-9 of the 
specification. Examiner notes that incorporation by reference of an application in a printed United States 
patent constitutes a special circumstance under 35 U.S.C. §122 warranting that access of the original 
disclosure of the application be granted The incorporation by reference will be interpreted as a waiver of 
confidentiality of only the original disclosure as filed, and not the entire application file, In re Gallo, 23 1 
USPQ 496 (Comm'r Pat 1986). If Applicant objects to access to the entire application file, two copies of the 
information incorporated by reference must be submitted along with the objection. Failure to provide the 
material within the period provided will result in the entire application (including prosecution) being made 
available to petitioner. The Office will not attempt to separate the noted materials from the remainder of the 
application. Compare In re Marsh Engineering Co., 1913 CD. 183 (Comm'r Pat 1913). 

5. The specification is objected to, because the status of each of the referenced co-pending applications, 
at pages 8-9 of the specification, requires updating. 

6. 35 U.S.C. § 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements 
of this title. 

7. Claims 54 and 55 are rejected under 35 U.S.C. §101 because the claimed invention is directed to 
non-statutory subject matter. See MPEP §21 06(1 V), wherein computer related non-statutory subject matter is 
defined In this case, the instant claims are directed to a memory medium comprising program instructions, 
per se, without any recitation of computer execution of the program instructions. Hence, since a program is 
merely a set of instructions capable of being executed by a computer, the program itself is not a process and, 
without the medium on which it is stored being computer-readable, and/or without the computer for 
performing the execution, the program's functionality cannot be achieved Accordingly, the program 
instructions on the memory medium are deemed to be non-statutory descriptive material. 
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8. The following is a quotation of the second paragraph of 35 U.S.C. §112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which Applicant regards as his invention 

9. Claims 4-6, 17, 19, 21, 31 and 38 are rejected under 35 U.S.C §112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which Applicant regards 
as the invention. 

In claims 4 and 3 1, the metes and bounds are not clear, because the negative limitation provides no 
limits for what "the information" does comprise. This negative language encompasses any and all 
possibilities, which necessarily has no metes and bounds. 

In claim 5, it is unclear how accessing "the information representing the sequence of operations" can 
result in a determination of "program instructions corresponding to operations in the sequence," 
since there is no functional antecedence for any correspondence existing between "program 
instructions" and "operations in the sequence." 

In claim 6, it is unclear how "invoking execution of the specified sequence of operations" can result 
in "executing software routines corresponding to operations in the sequence," since there is no 
functional antecedence for any correspondence existing between "software routines" and "operations 
in the sequence." Furthermore, there is no clear and proper antecedent basis for "said executing," 
since it is unclear which "executing" is being referred to (i.e.; "execution of the specified sequence 
of operations" or "executing software routines"). 

In claims 17 and 38, the metes and bounds are not clear, because the negative limitation provides no 
limits for what "receiving user input ... to specify the sequence of operations" does comprise. This 
negative language encompasses any and all possibilities, which necessarily has no metes and bounds. 

In claim 19, the metes and bounds are not clear, because the negative limitation provides no limits 
for what "receiving user input ... for configuring one or more of the operations in the sequence" does 
comprise. This negative language encompasses any and all possibilities, which necessarily has no 
metes and bounds. 

In claim 21, the first occurrence of any abbreviation/acronym within the claim language must be 
accompanied by its definition. In this case, "DAQ" has not been defined within the claim language. 

7ft Applicant is advised that should claim 7 be found allowable, claim 43 will be objected to under 37 
CFR §1.75 as being a substantial duplicate thereof. Applicant is further advised that should claim 23 be 
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found allowable, claim 28 will be objected to under 37 CFR §1.75 as being a substantial duplicate thereof. 
Applicant is further advised that should claim 33 be found allowable, claim 45 will be objected to under 37 
CFR §1.75 as being a substantial duplicate thereof. When two claims in an application are duplicates or else 
are so close in content that they both cover the same thing, despite a slight difference in wording, it is proper 
after allowing one claim to object to the other as being a substantial duplicate of the allowed claim See 
MPEP §706.03(k). 

11. The non-statutory double patenting rejection is based on a judicially created doctrine grounded in 
public policy (a policy reflected in the statute) so as to prevent the unjustified or improper timewise 
extension of the "right to exclude" granted by a patent and to prevent possible harassment by multiple 
assignees. See In re Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed Cir. 1993); In re Longi, 759 F.2d 887, 
225 USPQ 645 (Fed Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 
422 F.2d438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d528, 163 USPQ 644 (CCPA 
1969). 

A timely filed terminal disclaimer in compliance with 37 CFR §1. 321(c) may be used to overcome 
an actual or provisional rejection based on a non-statutory double patenting ground provided the conflicting 
application or patent is shown to be commonly owned with this application. See 37 CFR §1. 130(b). 

Effective January 1, 1994, a registered attorney or agent of record may sign a terminal disclaimer. A 
terminal disclaimer signed by the assignee must fully comply with 37 CFR §3. 73(b). 

12. Claims 1-7, 10-14, 17-20, 43, 44, 49, 51, 52, 54, 56 and 57 are provisionally rejected under the 
judicially created doctrine of double patenting over claims 1-6, 10-13, 23-27, 29-32, 35-40, 42 and 44 of co- 
pending Application Serial No. 10/051,474 (U.S. Patent Application Publication No. 2002/0191023). This is 
a provisional double patenting rejection since the conflicting claims have not yet been patented 

The subject matter claimed in the instant application is fully disclosed in the referenced co-pending 
application and would be covered by any patent granted on that co-pending application since the referenced 
co-pending application and the instant application are claiming common subject matter, as follows: claims 
1-6, 10-13, 23-27, 29-32, 35-40, 42 and 44 of co-pending Application Serial No. 10/051,474 contain every 
element of claims 1-7, 10-14, 17-20, 43, 44, 49, 51, 52, 54, 56 and 57 of the instant application and, as such, 
anticipate claims 1-7, 10-14, 17-20, 43, 44, 49, 51, 52, 54, 56 and 57 of the instant application. 

Furthermore, there is no apparent reason why Applicant would be prevented from presenting claims 
corresponding to those of the instant application in the other co-pending application. See In re Schneller, 
397 F.2d350, 158 USPQ 210 (CCPA 1968). See also MPEP §804. 
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13. Claims 1-7, 10-14, 17-33, 36-46 and 49-58 are provisionally rejected under the judicially created 
doctrine of double patenting over claims 1, 2, 4-11, 28, 30-35 and 37-44 of co-pending Application Serial 
No. 10/051,442 (U.S. Patent Application Publication No. 2002/0126151). This is a provisional double 
patenting rejection since the conflicting claims have not yet been patented. 

The subject matter claimed in the instant application is fully disclosed in the referenced co-pending 
application and would be covered by any patent granted on that co-pending application since the referenced 
co-pending application and the instant application are claiming common subject matter, as follows: claims 1, 
2, 4-11, 28, 30-35 and 37-44 of co-pending Application Serial No. 10/051,442 contain every element of 
claims 1-7, 10-14, 17-33, 36-46 and 49-58 of the instant application and, as such, anticipate claims 1-7, 10- 
, 14, 17-33, 36-46 and 49-58 of the instant application. 

Furthermore, there is no apparent reason why Applicant would be prevented from presenting claims 
corresponding to those of the instant application in the other co-pending application. See In re Schneller, 
397 F.2d 350, 158 USPQ 210 (CCPA 1968). See also MPEP §804. 

14. The following is a quotation of the appropriate paragraphs of 35 U.S.C. §102 that form the basis for 
the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the United States. 

15. Claims 1-58 are rejected under 35 U.S.C. § 102(b) as being clearly anticipated by Kodosky et al 
(U.S. Patent No. 6,173,438; newly cited); which discloses an "embedded graphical programming system,' 5 
including a "host computer and an embedded system or device, wherein graphical programs created using the 
computer system can be downloaded to the embedded system for execution in a real-time or more 
deterministic manner. The present invention thus provides a method for automatically generating an 
embedded application in response to a graphical program created by a user. This provides the user the ability 
to develop or define instrument functionality using graphical programming techniques, while enabling the 
resulting program to operate in an embedded real-time system The invention includes a novel method for 
configuring the embedded system ... The host Lab VIEW can also act as an independent application 
communicating with embedded Lab VIEW through the shared memory. The host graphical programming 
system further provides a seamless environment in which the user can develop an embedded application 
using high level graphical programming techniques" (the abstract). See also, at least, Fig. 6, with associated 
text; col. 2, line 17 - col. 5, line 67; col. 8, lines 31-36; col. 9, line 24 - col. 10, line 19; col. 11, lines 24-39; 
col. 13, lines 10-51; col. 14, line 58 - col 18, line 21. 
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16. Claims 1-58 are rejected under 35 U.S.C. § 102(b) as being clearly anticipated by the "Compumotor, 
Motion Builder Start-Up Guide & Tutorial" (cited by Applicant). 

As per claims 1, 2, 7-9, 14, 43, 44, 47, 48, 52, 54, 56 and 57, the Compumotor Tutorial discloses a 
computer-implemented method for creating a control sequence (page 2, lines 2-5). The Compumotor 
Tutorial discloses displaying a graphical user interface that provides graphical user interface access to a set 
of control operations and receiving user input to the graphical user interface specifying the sequence of 
control operations (page 1, lines 2-9). The Compumotor Tutorial discloses automatically generating a 
graphical program implementing the specified sequence of control operations (page 87), wherein it is clear 
that the sequence of actions created represents a program that is automatically generated representing the 
functions, the user specifies a sequence but the icons represent functions and other program features such as 
if-then statements, wherein with user manipulation a graphical program is automatically generated The 
Compumotor Tutorial also discloses performing the specified sequence of control operations (page 8, lines 6- 
8). The Compumotor Tutorial further discloses receiving a request from a computer program to execute the 
sequence of control operations, wherein the computer program was not used to create the sequence of control 
operations and executing the specified sequence of control operations in response to the request (pages 90 
and 91), wherein the computer program is the controller to which the operations are downloaded for the 
execution of the specified sequence of control operations, and wherein the sequence of operations were not 
created in this controller. 

As per claims 3, 5, 49 and 51, the Compumotor Tutorial further discloses storing information 
representing the specified sequence of control operations in a data structure in response to receiving user 
input specifying the sequence of control operations (page 6, lines 5-6), wherein the flowchart represents a 
data structure. 

As per claim 4, the Compumotor Tutorial discloses that the information does not comprise 
programming language code (page 6, lines 1-3), wherein the information is represented as icons and not 
programming language code. 

As per claim 6, the Compumotor Tutorial discloses receiving user input to the graphical user 
interface specifying parameter values for one or more control operations in the sequence (page 6, lines 7-8). 
The Compumotor Tutorial also discloses storing the parameter values and executing software routines 
corresponding to control operations in the sequence (page 8, lines 19-25), wherein the parameter information 
is stored in the program files. The Compumotor Tutorial also discloses passing the parameter values to the 
software routines for execution (page 80, lines 11-16), wherein this example discloses how parameters are 
stored and used for functions during execution. 
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As per claim 10, the Compumotor Tutorial discloses automatically generating a graphical program 
implementing the specified sequence of control operations includes programmatically generating a graphical 
program operable to perform the specified sequence of control operations and wherein performing the 
specified sequence comprises executing the graphical program to perform the specified sequence of control 
operations (page 6, lines 2-6 and page 8, lines 6-8). 

As per claim 1 1, the Compumotor Tutorial discloses that the graphical program comprises a plurality 
of interconnected nodes that visually indicate functionality of the graphical program, as seen in the top figure 
of page 87. 

As per claim 12, the Compumotor Tutorial discloses that the graphical program comprises a 
graphical data flow program, as seen in the top figure of page 87. 

As per claim 13, the Compumotor Tutorial discloses generating a program implementing the 
specified sequence of control operations includes programmatically generating a text-based program 
operable to perform the specified sequence of control operations and executing the text-based program to 
perform the specified sequence of control operations (page 90, lines 16-18, the "Download" window, and 
page 91, lines 1-2). 

As per claims 15 and 16, it is extremely well-known in the art for programs to be run in either 
synchronous or asynchronous modes, based upon such design constraints as processing speed, 
communication bandwidth, memory capacity, etc,. Such a characteristic is deemed to be inherent to the 
complex, multi-processor system disclosed in the Compumotor Tutorial. 

As per claim 17, the Compumotor Tutorial discloses specifying a sequence of control operations 
does not include receiving user input specifying programming language code to implement the sequence of 
control operations (page 2, lines 2-5), wherein user input specifies icons and not programming language 
code. 

As per claims 18 and 19, the Compumotor Tutorial discloses receiving user input to the graphical 
user interface for configuring one or more of the control operations in the sequence and for each control 
operation, configuring the control operation affects the control which the operation is operable to perform, 
wherein configuring the parameters of the control operations affects the performance of the control as shown 
in the condition statement variables shown, and wherein configuring one or more of the control operations in 
the sequence does not include receiving user input specifying programming language code to configure the 
control operations (page 79, lines 1-1 1). 
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As per claim 20, the Compumotor Tutorial discloses for each control operation to be configured, 
displaying a graphical panel including graphical user interface elements for setting one or more properties of 
the control operation and receiving user input to the graphical panel to set one or more properties of the 
control operation, as seen on the Figures of page 75. 

As per claims 21-27, the Compumotor Tutorial provides for a graphical programming tool that 
allows easy programming of Compumotor's 6000 Series products with visual icons, wherein the visual icons 
represent motion and data acquisition type functions to be performed (page 2, lines 1-9, and pages 20 and 
30). Further as per claims 23, 26 and 27, since the Compumotor Tutorial provides for programming to 
control Compumotor's products, analyzing of acquired images/machine vision operations are inherently 
included, since these are well-known uses/capabilities of these products (see, for example, Ozimek et al. 
(U.S. Patent No. 5,222,293); Sarr et al. (U.S. Patent No. 5,231,675); LaChapelle et al. (U.S. Patent No. 
5,568262); Burt et al. (U.S. Patent No. 5,812,693); DeYong et al. (U.S. Patent No. 6,577,757)). 

As per claims 28-42, 45, 46, 50, 53, 55 and 58, each of the limitations have already been addressed 
above, and these claims stand rejected for the same reasons as presented above. 

17. The prior art made of record and not relied upon is considered pertinent to Applicant's disclosure. 
Applicant is advised to carefully review the cited art, as evidence of the state of the art, in preparation for 
responding to this Office action. 

18. Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to Maria N. Von Buhr whose telephone number is 571-272-3755. The examiner can normally be 
reached on M-F (9am-5pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Leo 
Picard can be reached on 571-272-3749. The fax phone number for the organization where this application 
or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system Status information for published applications may be obtained from 
either Private PAIR or Public PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic Business Center (EBC) at 
866-217-9197 (toll-free). 

Maria N. Von Buhr 
Primary Patent Examiner 
Art Unit 2125 

MNVB 
8/30/05 



